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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: the first 
paragraph is missing the serial numbers of the related applications. 
Appropriate correction is required. 



2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: Claims 27-33 disclose a computer readable medium without 
being defined or disclosed in the specification. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 27-33 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. There is no support in the specification for a 
computer readable medium. The USPTO's position is that the specification must 
empirically define the bounds of what the medium can be and must not include 
language such as "signals, carrier waves, or transmission media." Since the 
specification does not define the medium, the claims are non-statutory as they do not 
rule out signals, carrier waves, or transmission media. Further Claims 27-33 lack the 
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proper preamble necessary for a statutory computer program product claim. See MPEP 
2100 for guidance on computer related inventions. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 27-33 rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
There is no support in the specification for a wireless communications system 
information message, broadcast message, or connection request message stored on a 
computer-readable medium. Applicant's specification does not empirically specify what 
type of medium is used/supported. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 14-16, 25, 27, 28, 30, 32, and 33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Costa et al., US Patent Number 7,280,516 (hereinafter Costa). 

Regarding claim 14, Costa discloses a method in a communication device, the 
method comprising: receiving system information, the system information including 
pointer information indicating where the communication device may obtain information 
about multiple core networks sharing a common access network from which the system 
information was received; attempting to connect to one of the multiple core networks 
using the information about multiple core networks sharing the common access network 
from which the system information was received [col. 2: lines 13-27; col. 4: lines 43-51; 
col. 5: line 56 - col. 6: line 5; col. 7: lines 8-17]. 

Regarding claim 15, Costa discloses selecting the one of the multiple core 
networks to which the communication device attempts to connect using the information 
about multiple core networks sharing the common access network from which the 
system information message was received [col. 2: lines 13-27; col. 4: lines 43-51; col. 5: 
line 56 - col. 6: line 5; col. 7: lines 8-17]. 

Regarding claim 16, Costa discloses obtaining an identity for the core network to 
which the communication device attempts to connect using the pointer information [col. 
2: lines 13-27; col. 4: lines 43-51; col. 5: line 56 -col. 6: line 5; col. 7: lines 8-17]. 

Regarding claim 25, Costa discloses a method in a communication device, the 
method comprising: receiving information about multiple core networks sharing a 
common access network, the information including at least one of identities of at least 
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some of the multiple core networks sharing the common access network, core network 
domain information, information on services supported by at least some of the multiple 
core networks sharing the common access network; selecting a core network to which 
the communication device attempts to connect using the information received [col. 2: 
lines 13-27; col. 4: lines 43-51; col. 5: line 56 -col. 6: line 5; col. 7: lines 8-17]. 

Regarding claim 27, Costa discloses a wireless communications system 
information message stored on a computer-readable medium, the communications 
system information message comprising: an information block, the information block 
including a data field for a number indicating how many core networks share a common 
access network received [col. 2: lines 13-27; col. 4: lines 43-51 ; col. 5: line 56 - col. 6: 
line 5; col. 6: lines 37-39; col. 7: lines 8-17]. 

Regarding claim 28, Costa discloses the information block is a core network- 
identifying portion of the system information message [col. 5: lines 56-59]. 

Regarding claim 30, Costa discloses a wireless communications system 
information message stored on a computer-readable medium, the communications 
system information message comprising: an information block, the information block 
including a pointer to a location where identities for multiple wireless communications 
core networks sharing a common access network may be obtained [col. 2: lines 13-27; 
col. 4: lines 43-51; col. 5: line 56 -col. 6: line 5; col. 6: lines 37-39; col. 7: lines 8-17]. 

Regarding claim 32, Costa discloses a wireless communications system 
information broadcast message stored on a computer-readable medium, the 
communications system information broadcast message comprising an information 
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block, the information block including a pseudo network identity identifying multiple core 
networks sharing a common access network [col. 2: lines 13-27; col. 4: lines 43-51; col. 
5: line 56 - col. 6: line 5; col. 6: lines 37-39; col. 7: lines 8-17]. 

Regarding claim 33, Costa discloses a wireless network connection request 
message stored on a computer-readable medium, the network connection request 
message comprising: an information block, the information block including a data field 
for indicating that a network entity may select, on behalf of a communication device, one 
of a plurality of core networks sharing a common access network [col. 2: lines 13-27; 
col. 4: lines 43-51 ; col. 5: line 56 - col. 6: line 5; col. 6: lines 37-39; col. 7: lines 8-17]. 

9. Claims 34-35 are rejected under 35 U.S.C. 1 02(e) as being anticipated by Mildh 
et al., US Patent Application Publication Number 2002/0193139 (hereinafter Mildh). 

Regarding claim 34, Mildh discloses a method in a communications network 
entity, the method comprising: receiving preferred core network information from a 
communication device; selecting a core network for the communication device; giving 
consideration to the preferred core network information received from the 
communication device when selecting the core network for the communication device 
[paragraphs 0009-0010, 0014-0019, 0035-0039]. 

Regarding claim 35, Mildh discloses receiving the at least one preferred core 
network from a communication device in a connection request from the communication 
device [paragraph 0035]. 
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Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Costa in 
view of Haumont et al., US Patent Application Publication Number 2004/0258019 
(hereinafter Haumont). 

Regarding claim 26, Costa does not specifically teach receiving the information in 
response to an unsuccessful core network connection attempt. However, Haumont 
teaches this limitation [paragraphs 0048, 0054]. 

Costa and Haumont are combinable because they are from the same field of 
endeavor, that is, core network allocation. At the time of the invention, it would have 
been obvious to one of ordinary skill in the art to modify Costa to include Haumont. The 
motivation for this modification would have been to provide a means to ensure 
connection to the correct core network. 

Allowable Subject Matter 

12. Claims 1-13 and 18-24 are allowed, as indicated in the previous office action. 

13. Claims 17, 29, and 31 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 

14. Applicant's arguments, see pages 5-9, filed 8/13/08, with respect to Mildh have 
been fully considered and are persuasive. The rejection of claims 14-16 and 25 as 
being anticipated by Mildh has been withdrawn. Also, Applicant's arguments, see 
pages 17-18, with respect to Haumont are persuasive. The rejection of claims 25-26 as 
being anticipated by Haumont has been withdrawn. 

1 5. Applicant's arguments filed 8/1 3/08 have been considered but they are not fully 
persuasive. Regarding claims 34-36, the Examiner maintains that Mildh discloses the 
claimed limitations. Applicant argues that Mildh does not teach receiving preferred core 
network information from a communication device. However, the Examiner respectfully 
disagrees and contends that this is taught in paragraphs 0035-0039. Mildh teaches that 
the preference information is stored in the mobile station's SIM card and the network 
selected is based on network information, SIM specific information, and/or current mode 
of operation. Hence, the limitations are read in the reference. 

Regarding the claims 14-16, 25, 27-28, 30, and 32-33, the Examiner maintains 
that Costa teaches the claimed limitations. Applicant argues that Costa does not teach 
pointer information indicating where the communication device may obtain information 
about multiple core networks. However, Costa teaches this limitation in the disclosure 
of a core network identifier field that distinguishes between two different core networks 
[col. 2: lines 13-27; col. 4: lines 43-51; col. 5: line 56 -col. 6: line 5]. Costa also 
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teaches that if two core networks are accessible from the location area, an appropriate 
range of values are provided by the core network identifier [col. 6: lines 37-39]. Hence 
Costa also teaches obtaining information about multiple core networks, as contended by 
the Applicant. Applicant also argues that Costa does not teach selecting a core 
network. However, the Examiner respectfully disagrees as the purpose of Costa's 
invention is "core network allocation". It is therefore inherent that a core network is 
selected and allocated. 

Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erika A. Gary whose telephone number is 571-272- 
7841 . The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dwayne Bost can be reached on 571-272-7023. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/EAG/ 

November 6, 2008 
/Erika A. Gary/ 

Primary Examiner, Art Unit 2617 



